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DETAILED ACTION 

1 . In the BPAI Decision dated 1 1/29/2006 the Board has reversed the rejection of claims 1- 
18 under 35 U.S.C. 1 12. Therefore, the rejection has been withdrawn. 

2. Upon further consideration, new grounds of rejection are made as will be discussed in 
detail below. 

3. Claims 1-18 are now pending. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 9-16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention, 

6. Claim 9 recites the limitation "said determining means" in lines 12 and 17. There is 
insufficient antecedent basis for this limitation in the claim. Nowhere in claim 9 is there 
previous mention of a determining means, making the scope of the claim unclear. 

7. Claims 10-16 are rejected due to their dependence on claim 9. 

Claim Rejections - 35 USC §101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the. conditions and 
requirements of this title. 
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9. Claims 17 and 18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 17 and 18 recite descriptive material that may or 
may not be an embodiment of a computer system or embodied on a computer readable medium 
so as to be executable. Here, "a computer program product comprising a computer usable 
medium" does not constitute eligible subject matter for patentability. See MPEP 2106.IV.B.1. 

1 0. The applicant's specification defines a computer program product in terms of both 
statutory and non-statutory embodiments. See the specification, page 16, lines 21-26. The 
"carrier wave" embodiment is considered non-statutory as a signal encoded with functional 
descriptive material does not fall within any of the categories of patentable subject matter set 
forth in 35 U.S.C. 101 . A claim that can be read so broadly as to include statutory and non- 
statutory subject matter must be amended to limit the claim to a practical application. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12. Claims 1-6, 9-14, 17, and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Lemer (U.S. Patent Number 6,954,799). 
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13. Some claims will be discussed together. Those claims which are essentially the same 
except that they set forth the claimed invention as a system or a computer program product are 
rejected under the same rationale applied to the described claim. 

14. Lemer has disclosed: 

• <Claims l,9,and 17> 

A method for redirecting a user from a second Web site to a first Web site, comprising 
the steps of: (1) providing, by the second Web site, a URL offering a product or service 
to the user, said URL specifying a program on the second Web site (column 11, lines 3- 
9); (2) reading, by said program, a cookie located in the user's computer in response to 
the user activating said URL (column 11, lines 9-14); (3) providing a positive 
determination when an inquiry by said program, from said cookie as to whether the user 
already possesses said product or service is true (column 11, lines 32-37); (4) redirecting, 
by said program, the user to the first Web site when the determination of step (3) is 
positive determination, wherein the first Web site is specified by said cookie (column 11, 
lines 32-37); and (5) offering, by the second Web site, to supply said product or service to 
the user when the determination of step (3) is negative (column 11, lines 14-18); whereby 
the user who already possesses said product or service will not receive duplicate offers to 
supply said product or service from multiple Web sites (column 11, lines 32-37). 

• <Claims2, 10,and 18> 

The method of claim 1, wherein said providing of step (1) comprises at least one of the 
following steps of: sending an e-mail including a link to said URL to the user; providing 
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a Web page including a link to said URL to the user (column 1 1, lines 3-9); and 
providing a computer program including a link to said URL to the user. 

• <Claims 3 and 1 1> 

The method of claim 2, wherein said activating of step (2) comprises at least one of the 
steps of: clicking a link to said URL on a Web page (column 11, lines 7-9); clicking a 
link to said URL in an e-mail; and executing a computer program that activates a link to 
said URL. 

• <Claims4and 12> 

The method of claim 1, further comprising a step of: placing, by the first Web site, said 
cookie the user's computer in response to the user registering with the first Web site for 
said product or service, said cookie including the URL of the first Web site (column 11, 
lines 27-31). 

• <Claims 5 and 13> 

The method of claim 1, wherein said program is a server side program (figure 4, item 
402). 

• <Claims 6 and 14> 

The method of claim 5, wherein said program is at least one of the following: a CGI 
script; a Java servlet (column 6, lines 15-19); a PHP script; and a Perl script. 

Since all the limitations of the invention as set forth in claims 1-6, 9-14, 17, and 18 were 

disclosed by Lemer, claims 1-6, 9-14, 17, and 18 are rejected. 
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Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

16. Claims 7, 8, 15, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lemer, as applied above, in view of the applicant's admitted prior art, hereinafter referred to as 
APA. 

17. Lemer disclosed a method for integrating web based applications with each other and 
with other centralized applications to provide a single sign-on approach for distributed web sites. 
Lemer' s system provides the program functionality that reads the user's cookie on the server side 
of the system. Thus, conceming claims 7, 8, 15, and 16, Lemer does not explicitly state this 
program functionality at the client side. However, client side program functionality enabled to 
read a user's cookie was well known in the art at the time of the applicant's invention. This is 
evidenced by APA, wherein the applicant states "ActiveX controls and Java applets used to 
access the file system were well-known to those reasonably skilled in the art at the time of the 
present invention." See page 34, lines 1-7 of the appeal brief filed 6/3/2005. Thus, it would 
have been obvious to one of ordinary skill in the art at the time of the applicant's invention to 
modify the system of Lerner by adding the ability for the program to be a client side program 
that is downloaded from the second Web site as provided by APA. 

18. Thereby, the combination of Lemer and APA discloses: 



Application/Control Number: 09/6 1 4,867 Page 7 

Art Unit: 2152 

• <Claims 7 and 15> 

. The method of claim 1 , wherein said program is a client side program that is. downloaded 
from the second Web site (APA as discussed above). 

• <Claims 8 and 16> 

The method of claim 7, wherein said program is at least one of the following: a Java 
applet; a Java script; and an Active X control (APA as discussed above). 

Since the combination of Lemer and APA discloses all of the above limitations, claims 7, 8, 15, 

and 16 are rejected. 

Conclusion 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor Lesniewski whose telephone number is 571-272-3987. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571-272-3913. The fax phone number 
for the organization where this appHcation or proceeding is assigned is 571-273-8300. 
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